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REfVIARKS 

AppHcarU cancelled claims 351 "359 without prejudice or disclairner of their 
subject matter, and amended claim 172 to further define Applicant's claimed invention. 

The E.xaminer rejected claims 172-176, 178-181, 183, 184, 190-192, and 202 
(including independent ciaim 172) under 36 U.S.C. § 103(a) as being unpatentable over 
U.S. Patent No. 3,875,595 to Froning (1-roning") in vievi/ of U S Patent No. 4,414,962 
to Carson ("Carson") and U.S. Patent No. 4,878,916 to 3rant;gan ("Brantigan"). In 
response, Applicant submits that Carson is non-analogous art to the claimed invention, 
and that tiie combination of Froning, Carson, and Brantigan does not teach or suggest 
each arsd every element of the claimed Invention recited m independent claim 172, as 
amended. As such, Appiicant submits that amended Independeni claim 172, iS 
patentable over the Examiner's rejection under 35 U.S.C. § 103(a) based on the 
combination of Froning. Carson, and Brantigan, 

KSR International Co. v. Teleflex Inc. etai.. the Supreriie Court reaffirmed the 
framework for governing obviousness under 35 U.S.C. § 103(a) as set forth in Gxahamjot 
al. V. J o hn Deere Co. of Kansas City et ai. . 383 U.S. 1, 148 U.S.P.Q. 459 (1966), (See 
KSR V. Teleflex , 127 S.Ct. 1727 (2007).) Under G raham v. John Deere, Ihe quesiion of 
obviousness is resolved on the l:>asis of factual deierminalions including (1) the scope and 
conienl of the prior arl, (2) the differences between the claimed invention and the prior art, 
(3) the level of ordinary skill in ihe pertinent art, and (4) where in evidence, so-cafied 
secondary considerations. ( Graham v. John Deere , at 17-18, 148 U.S. P.O. 81467.) 
However, even under Gra iiam v. John Deere, prior art thai is non-analogoiis to the 
claimed invention, or a combination of references that does not teach or suggest each and 
every element of the clsirned invention supports a finding of nonobviousness. 
,A, Case law regarding norvanaiogous art 

According to the Federal Circuit, the non-analogous art test 'requires... i.hat a 
reference is either in the field of the applicant s endeavor or Is reasonably pertinent to 
the problem with which ihe inventor was concerned in order to rely on that reference as 
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a basis for rejection. ' (in re Kahn , 441 F.3d 977, 987 (Fed Cir. 2006) (citir^g Inje 

OetJiS§I> 9"''"^' ^".2d 1443, 1447 (Fed. Cir, 1992)).) Furthermorej, according to MPEP 

§ 2141 ,01, ^'a reference in a field dirfereni frorvs that of appiicants endeavor may be 

reasor-sabiy pertineni n it is one which, because of the matter with which il deals, 

logicaiiy would have commended itself to an inventor's atlervlion in considering i-sis or 

her inverUion as a whole. ' Hence, the pertinence of a reference is deterr^-ined by if the 

reference can be loq-cally associated with the dairned inventiorv 

B. Case law regardmg a combs natsor^ of references that does not teach 
^jmitations of the cbsmed mvention. 

According to the Federal Circuit, "a searching comparison of the claimed 
ir-ivention - including all its limitations - with the teachings of the prior arf is requifed of 
the (::xarniner when delerrnining vvhether a claim is obvious, (inje Ochiai, 71 F.3d 
1565, 1672 (Fed. Cir. 1995) (emphasis added).) .As such, "obviousness requires a 
suggestion of ail limitaiiocs in a claim.' (CFMIJQc. v, YieldUl-^ infi. Co rp.. 348 F.3d 
1333, 1342 (Fed. Cir. 2003) (citing in re Royka, 490 F.2d 981, 985 (CC.P.A. 1974)).) 
Accordingly, a combination of references that does not result in eaci^ and every 
lirniiation of the claimed invention can be deterrninaiive of a finding of nonobviousness 
and to defeat a rejecUon under 36 U.S.C. § 103(3). 
0 j s c u s s i o n . reg ard'in g.C arson 

Carson is directed to an operating arthroscope, and or?e embodiment thereof is 
depicted m Fig, 1 , The arihroscopes discussed in Carson are used to examine damage 
lo a jolni through a small incision. For example, the arthroscope depicted in Fig. 1 Is a 
generally rectangular conduit including an objective lens (11), an irrigation conduit (12), 
and an instrument channel (14), The objective lens (1 1) ailows a surgeon to see the 
damage to the intenor of the joint, and the irrigation conduit (12) and the instrument 
channel (14) allows the surgeon to manipulate the area around the portion of the joint 
being viewed. According to Carson, "[tjypical operating arthroscopes of this invention 
are between 3 to about 5 millimeters thick, desirably less than about 4.5 rriiilimeiers 
thici<," (Carson at column 6, lines 61-63 ) 

.J. 
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in rejecting independent cialm 172, the Exarrsiner cWes to an arihroscope 
depicted in Fig, 3 of Carson, Carson indicates thai arthroscopes (61 . 62, 63, and 64) 
depicted in Fig. 3 are "conventionr3l instruments in current use." (Carson at coiumn 6, 
lines 23 and 24.) Specificayy, the E.xaminer relies on arthroscope (61) of Fig. 3 in 
promulgating the rejection under 35 U.S.C. § 103(a). The arthroscope (61) includes an 
objecLive lens (71 )> an Instrument channel (72), and a pair of irrigation channels (73). 
F^egarding the art.hroscope (61), the Examiner indicates that Carson teaches "it is 
known to create an Instrument for surgery on bone having multiple circular channels (72 
and 73, see figure 3) to allow multiple instruments to be used in the surgical site at the 
same time." (Office Action at page 3, lines 18-20.) .According to Carson, the instrument 
channel (72) is 3 r?im in size, and the irrigation channels (73) (vvhen properly labeled') 
are smaller than the instrumenl channel (72). 

^ ^ ^ ' Carson Is non-ana logous art to the claimed myeotjon.;. and^ ey^^^^ 
analogous art, the Examiner has relied g>n hindsight in^c^^ 
CarsDn,. 

Applicant submits that the arthroscope (61) is non-analogous art to the ciaimed 
invention recited in amended independent claim 172, Applicant acknowledges that the 
instrument channel (72) is provided to insert instriirnents therethrough, and the irrigation 
channels (73) are provided lo ts'ansfer irrigation fluid. However, Applicant submits that 
the limited sizes of the instrumenl channel (72) and the irrigation channels (73) would 
not afford insertion of a spinal implant iheiethrough. As discussed above, the 
instpjment channel (72) is 3 mm in size, and the irrigation channels (73) (when properly 
labeled) are smaller than (he instrumenl channel (72), However, as discussed in the 
present application, the size of the representative spinal implant discussed therein is 18 
mm (see page 26, line 13) in diameter. Therefore, Applicant submits that one of 



1 Applicant notes thai Fig. 3 of Cafson appears to be mislabeled As the specification 
of Carson refers to "a pair of irrigation channels 73," Applicant submits thai (to comport 
with the specification) elements of the arthroscope {61) labeled (72) should be labeled 
(73). and the element labeled (72) should be labeled (72). 
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ordinary skilf in the art would not look to the instrument channel (72) or the irrigation 
channels (73) for teachings regarding inseriior- of a spinai implant therethrough. The 
significant si.z.e differences do not make the instrument channel (72) or the irrigation 
chr3nneiS (;^3) logically relevant to the necessary size of a passage for passing even a 
portion of a spinal implant. As such, Applicant submits that Carson is non-analogous io 
the claimed invention recited in amended independent claim 172, and hence, the 
rejection under 36 U.S.C. § 103(a) based on the combination of Froning, Carson, and 
Brantigan cannot be maintained. 

Applicant also submits the E.xaminer is relying on hindsight In conslructing the 
combination of Froning, Carson, and Brantigan. The Supreme Court in KSR,x...TMenex 
did not abandon its guidance regarding hindsight reasoning. According to the Supreme 
Coui1. '[a] factfinder should be aware, of course, of the distortion caused by hindsight 
bias and must be cautious of arguments reliant upon ex post reasoning." (KSR, at 
1742.) In cautioning of the distOiHon caused by hindsight reasoning, the Supreme 
'C^ourt cited io Monroe A uto Equipment Co. v, Heokethorn Mfg. & Supply; Co.. 332 F-.2d 
406 (6th Cir. 1964). In Monroe AijtG. the Sixth Circuit indicated Tmlany things may 
seem obviOus after they have been made, and for thiS reason courts should guard 
against slipping into use of hindsight.'^ (Mo nroe Auto , at 412.) Furthermore, in Monroe 
.Auto, the Sixth Circuit cited Application of Spgn;^, 301 F.2d e586, for the proposition that 
the factfinder "must be careful to View the prior art without reading into that art the 
teachings of i Patent Owners] invention. (Monroe Auto, at 412.) 

Given significant size diffeiences bomveen the instrument channel (72) or the 
irrigation channels (73) and the necessary size of a passage for passing even a portion 
of a spinai irnpiant, Appiicanl. submits that the Examiner has relied on hindsight in 
constructing the combination of Froning, Carson., and ii^rantigan. Thus, Applicant again 
submits that the rejection of amended independent claim 1 72 under 35 U.S.C. § 103(a) 
based on the combination of Froning, Carson, and Brantigan cannot be maintained. 
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^V. The comboiation of Fronsncj, Carson, and Brantigan does not result i n each 
and every limitation of the claimed Invention recited in amended independent 
claim 172. 

Amended independenl. dalrr-! 172 recites first and second passages "being 
adapted to receive at least a portion of a spinai implant tnerethrougii," Froning 
disdoses a tube 31 having a single passage therethrough. The Examiner relies on 
Carson for disciosing a guard having two passages. (See Office Action at page 3, lines 
17-23.) However, as discussed above, the instrument channel (72) is 3 rr.m in size, and 
the irrigation channels (73) (when properly labeled) are smaller than the inslrument 
channel (72), and the size of the representative spinal Implanl discussed in the present 
appiication is 18 mm -n diameter. As such, Applicant subrnlts that neltfier Froning nor 
Carson disclose first and second passages "being adapted to receive at least a portion 
of a spinai implant tlierethrough/' Accordingly, Applicanl submits that the combination 
of Froning, Carson, and Brantigan does not result In each and every limitation of 
amended independent claim 172, and therefore, amended independent claim 172 is 
patentable over the Examiners rejection under 35 U.S.C. § 103(a). 
V. Co Qcjusion. 

in conclusion, Applicant submits that independent claim 172 is patentable and 
tiiat dependent claims 173-176, 178-181, 183-1S}2, 197--200, and 202-206. dependent 
from independent claim 172. or claims dependent therefrom, are patentable at least 
due to their dependency from an allow/able independent ciairn. Therefore, in view of the 
foregoing remsarks, it is respectfully subriiitfc-sd that the claims, as amended, are 
patentable- /Xccordingiy, it is requested that the Exammer reconsider the outstanding 
rejections in view of the preceding comments. Issuance of a timely Notice of Allowance 
of the claims is earnestly solicited. 

To the extent any extension of time under 37 C.F.R. § 1.136 is required to obtain 
entry of thiS reply, such extension is hereby respectfully requested, if there are any 
fees due under 37 C.F.R, §§ 1.16 or 1.17 which are not enclosed herevvlth, induding 
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any fees required for an extension of time under 37 C.F.R. § 1 ,136, please charge such 
fees to our Deposit Account No. 50-3726, 

F^espectful iy su bmittecJ , 
MARTIN & FERRARO, LLP 



Dated- April 29, 2011 By;.:^^5^*^^g|^.:g^^g^;^^ 

Thomas H. fvlartln 
Registration No. 34,383 

1557 Lake O'Pines Street, N£ 
Ha rtville, Ohio 44632 
Telephone: {330) 877-0700 
Facsimile; (330) 877--203G 



